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DETAILED ACTION 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 . Claims 1, 10, and 19 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The limitation of Claims 1, 10, and 19 ". . . pre-existing traditional printed 
material ..." is not clear. 

What does "... pre-existing ..." mean? 

What are the differences between pre-existing traditional printed material in 
electronic boolts disclosed in the application [0018] and the reference's electronic 
books? 

To further advance prosecution, the Examiner interprets "... pre-existing 
traditional printed material ..." as a book, magazine, or article with printed material at 
the point of purchase. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-5, 8-14, and 17-22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ohara et al. (US Patent No. 5739814). 

Regarding Claims 1 and 10, (currently amended) Ohara et al. teach a 
computer-implemented method of correlating and a non-transitory computer readable 
storage medium having a plurality of machine accessible instructions stored thereon, 
wherein when the instructions are executed by a processor, the instructions cause the 
processor to correlate respectively, pre-existing traditional printed material to a 
response produced by a computer system comprising: 

defining an object on a page (i.e. indicia. Col. 4, Ln. 63-66, FIG. 2) of the 
traditional printed material (i.e. pages or sheets in the book, Col. 7, Ln. 5; or printed 
data; Col. 7, Ln. 17-19); and 

link a position (Col. 7, Ln. 26-34, FIGs. 5 & 6; Col. 7, Ln. 44-47) of the object on 
the page, and a related response (Col. 7, Ln. 47-51, FIG. 2) to be performed by the 
computer system, wherein the position of the object on the page corresponds to a 
physical position in the page of the pre-existing printed material (Col. 3, Ln. 20-32) 
which is identified by the computer system when the pre-existing printer material has 
been placed in a printed material holder (i.e. cover. Col. 4, Ln. 56-58, Col. 7, Ln. 27-34, 
FIGs. 5 & 6; Col. 7, Ln. 44-47, FIG. 9) by a user (Col. 5, Ln. 5-8, FIG. 9), the printed 
material holder being coupled to the computer system (Col. 4, Ln. 58-62, FIG. 2), and 
wherein the position on the page is defined by a relative position of the traditional 



Application/Control Number: 10/579,048 Page 4 

Art Unit: 2629 

printed material to a known physical location of the printed material holder (Col. 7, Ln. 
27-34, FIGs. 5 & 6; Col. 7, Ln. 44-47, FIG. 9). 

Regarding Claims 2 and 11, (original/currently amended) Ohara et al. 
teach the computer-implemented method of claim 1 and the non-transitory medium of 
claim 10 respectively, wherein the response comprises at least one of rendering audio 
content, rendering video content, rendering image content, rendering text content, and 
performing. 

Regarding Claims 3 and 12, (original/currently amended) the computer- 
implemented method of claim 2 and the non-transitory medium of claim 1 1 respectively, 
further comprising (instructions for (Claim 11)): 

generating a multimedia database (Col. 7, Ln. 39-41, FIG. 9) to store digital 
multimedia content including at least one of audio content, video content, image content 
(Col. 7, Ln. 34-37, FIG. 9), and text content (i.e. pages or sheets in the book. Col. 7, Ln. 
5; or printed data; Col. 7, Ln. 17-19); 

a printed material content database to store positional information about objects 
on the pages and linkage information between the objects (Col. 7, Ln. 27-34, FIGs. 5 & 
6; Col. 7, Ln. 44-47, FIG. 9) and at least one of the multimedia contents and actions 
(Col. 7, Ln. 34-55, FIG. 9); 

and an action library (i.e. ROM 16, Col. 7, Ln. 39-41, FIG. 9) to store directives 
(i.e. signals and data, Col. 7, Ln. 39-41, Ln. 45-51, FIG. 9) for actions to be performed 
on the computer system. 
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Regarding Claims 4 and 13, (original/currently amended) Ohara et al. 
teach the computer-implemented method of claim 2 and the non-transitory medium of 
claim 1 1 respectively, wherein (instructions for (Claim 13)) defining the object on the 
page comprises (instructions for (Claim 13)) using an electronic pen to outline 
boundaries of the object on the page (Col. 7, Ln. 52-54, FIG. 9). 

Regarding Claims 5 and 14, (original/currently amended) Ohara et al. 
teach the computer-implemented method of claim 2 and the non-transitory medium of 
claim 1 1 respectively, wherein (instructions for (Claim 14)) defining the object on the 
page comprises (instructions for (Claim 14)) using an electronic pen to select key points 
on the boundary of the object on the page (i.e. inherent; Col. 7, Ln. 20-34, FIGs. 5 & 6). 

Regarding Claims 8 and 17, (original/currently amended) Ohara et al. 
teach the computer-implemented method of claim 2 and the non-transitory medium of 
claim 11 respectively, wherein the printed material comprises a traditional paper book 
(i.e. pages or sheets in the book. Col. 7, Ln. 5; or printed data; Col. 7, Ln. 17-19). 

Regarding Claims 9 and 18, (original/currently amended) Ohara et al. 
teach the computer-implemented method of claim 2 the non-transitory medium of claim 
1 1 respectively, wherein the printed material comprises material generated by a user 
(i.e. drawing. Col. 5, Ln. 27-31). 

Regarding Claim 19, (currently amended) Ohara et al. teach an apparatus 
for associating a selected object on any pre-existing printed material to a valid response 
provided by a computer system comprising: 
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a pointing device (i.e. pen 24; Col. 7, Ln. 54, FIG. 9) to determine a position 
(Col. 7, Ln. 29-34, FIG. 9) on the pre-existing printed material (i.e. pages or sheets in 
the book. Col. 7, Ln. 5; or printed data; Col. 7, Ln. 17-19), wherein the pre-existing 
printed material is to be placed on a printed material holder (i.e. cover, Col. 4, Ln. 56- 
58, Col. 7, Ln. 27-34, FIGs. 5 & 6; Col. 7, Ln. 44-47, FIG. 9) by a user (Col. 5, Ln. 5-8, 
FIG. 9), and wherein the position on the pre-existing printed material is defined by a 
relative position of the printed material (Col. 3, Ln. 20-32) to a known physical location 
of the printed material holder (Col. 7, Ln. 27-34, FIGs. 5 & 6; Col. 7, Ln. 44-47, FIG. 9); 

a communicating device coupled to the printed material holder to transmit the 
position to the computer system (Col. 7, Ln. 41-43, FIG. 9); 

a maker (i.e. areas. Col. 7, Ln. 54-59, FIG. 9) component to define an object on a 
page (i.e. indicia. Col. 4, Ln. 63-66, FIG. 2) of the pre-existing printed material (Col. 7, 
Ln. 54-59, FIG. 9); and 

to link a position (Col. 7, Ln. 26-34, FIGs. 5 & 6; Col. 7, Ln. 44-47) of the object 
on the page and a related response (Col. 7, Ln. 47-51, FIG. 2) to be performed by the 
computer system; and 

a player component (i.e. ROM 16, Col. 7, Ln. 39-41, FIG. 9) to correlate the 
pointed position to selected content associated with the pre-existing printed material, 
the selected content being accessible by the computer system (Col. 7, Ln. 52-61, FIG. 
9); and 

to provide a valid response (Col. 7, Ln. 47-51, FIG. 2) to the user based at least 
in part on the pointed position and the correlated content, wherein the valid response 
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includes at least one of rendering audio content, rendering video content, rendering 
image content, rendering text content, and performing an action by the computer 
system (Col. 7, Ln. 35-38, Ln. 45-51, FIG. 9). 

Regarding Claim 20, (currently amended) Ohara et al. teach the 
apparatus of claim 19, wherein the pointing device comprises an electronic pen (Col. 7, 
Ln. 54-59, FIG. 9). 

Regarding Claim 21, (currently amended) Ohara et al. teach the 
apparatus of claim 19, further comprising a multimedia database to store digital 
multimedia content (Col. 7, Ln. 45-49, FIG. 9), a printed material content database to 
store positional information about objects on the pages (Col. 7, Ln. 54-59, FIG. 9) and 
linkage information between the objects and at least one of the multimedia contents and 
actions, and an action library to store directives for actions to be performed on the 
system (Col. 7, Ln. 45-49, FIG. 9). 

Regarding Claim 22, (currently amended) Ohara et al. teach the 
apparatus of claim 19, wherein the pre-existing printed material comprises a traditional 
paper book (i.e. pages or sheets in the book. Col. 7, Ln. 5; or printed data; Col. 7, Ln. 
17-19). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) a patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 6-7 and 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ohara et al. (US Patent No. 5739814). 

Regarding Claims 6 and 15, (original/currently amended) Ohara et al. 
teach the computer-implemented method of claim 2 and the non-transitory medium of 
claim 1 1 respectively. 

Although Ohara et al. do not teach that (instructions for (Claim 15)) defining the 
object on the page comprises (instructions for (Claim 15)) using a mouse to manipulate 
a graphical object on a display to encapsulate the boundary of the object on the page as 
displayed on the display. 

However, it would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to replace Ohara et al.'s touch pen with a mouse to 
manipulate a graphical object on a display to encapsulate the boundary of the object on 
the page as displayed on the display for the benefit of utilizing an alternative input 
device. 

Regarding Claims 7 and 16, (original/currently amended) Ohara et al. 
teach the computer-implemented method of claim 2 and the non-transitory medium of 
claim 1 1 respectively. 

Although Ohara et al. do not teach (instructions for (Claim 16)) defining the 
object on the page comprises (instructions for (Claim 16)) using a mouse to select key 
points on the boundary of the object on the page as displayed on a display. 
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However, it would liave been obvious to a person having ordinary skill in the art 
at the time the invention was made to replace Ohara et al.'s touch pen with a mouse to 
select key points on the boundary of the object on the page as displayed on a display 
for the benefit of utilizing an alternative input device. 



Response to Arguments/Amendments/Remarks 

4. Applicant's arguments, see Page(s) 7-8 filed 10/12/2009, with respect to 35 
U.S.C. §101, and §112 2^° % have been fully considered and are persuasive. The 
Rejections under U.S.C. §101, and §112 2^° H have been withdrawn. 

5. Applicant's arguments, see Page(s) 7-8 filed 10/12/2009, with respect to the 
Advisory Action have been fully considered and are WOT persuasive. 

First of all, applicant argues that "...the printed material is not part of the 
apparatus, but is to be used with the apparatus...". However, the Examiner respectfully 
disagrees because there is no such limitation in the claim. It is irrelevant that "... an 
ordinary person, whether skilled in the art or not, will understand from the reading of 
Applicants' Specification...", it is claims' limitations recite the novel and patentable 
products and/or methods over the prior arts. 

Finally, USPTO personnel are to give claims their broadest reasonable 
interpretation in light of the supporting disclosure. In re Morris, 127 F.3d 1048, 1054-55, 
44 USPQ2d 1023, 1027-28 (Fed. Cir. 1997). Limitations appearing in the specification 
but not recited in the claim should not be read into the claim. E-Pass Techs., Inc. v. 
3Com Corp., 343 F.3d 1364, 1369, 67 USPQ2d 1947, 1950 (Fed. Cir. 2003) (claims 
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must be interpreted "in view of the specification" witliout importing limitations from the 
specification into the claims unnecessarily). In re Prater, 415 F.2d 1393, 1404-05, 162 
USPQ 541, 550-551 (CCPA 1969). See also In re Zletz, 893 F.2d 319, 321-22, 13 
USPQ2d 1320, 1322 (Fed. Cir. 1989). 

Conclusion 

The prior art(s) made of record and not relied upon (is)/are considered pertinent 
to applicant's disclosure: Zetts; John M. (US Patent/PGPub. No. 5404458). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VINH T. LAM whose telephone number is (571)270- 
3704. The examiner can normally be reached on M-F (7:00-4:30) EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amare Mengistu can be reached on (571) 272-7674. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retheval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

A/inh T Lam/ 
Examiner, Art Unit 2629 

/Amare Mengistu/ 
Supervisory Patent Examiner, Art Unit 2629 



